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DETAILED ACTION 

1 . This action is responsive to the preliminary amendment filed on 07/22/2005 and 
the telephonic Election/Restriction made on 09/10/2009. Claims 40-75 are pending. 
Claims 40, 67, 71 , and 74 are independent. Claims 74 and 75 are withdrawn from 
consideration. 

Election/Restrictions 

2. Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 
Group I, claim(s) 40-73, drawn to an apparatus. 

Group II, claim(s) 74 and 75, drawn to a method of making an implantable device. 

3. The inventions listed as Groups I and II do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: the method can be 
used to make a stent with a larger length-to-width ratio in a second operating state. 

4. During a telephone conversation with Steven Grossman on 09/10/2009 a 
provisional election was made without traverse to prosecute the invention of Group I, 
claims 40-73. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 74 and 75 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

5. The examiner has required restriction between product and process claims. 
Where applicant elects claims directed to the product, and the product claims are 
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subsequently found allowable, withdrawn process claims that depend from or otherwise 
require all the limitations of the allowable product claim will be considered for rejoinder. 
AN claims directed to a nonelected process invention must require all the limitations of 
an allowable product claim for that process invention to be rejoined. 

In the event of rejoinder, the requirement for restriction between the product 
claims and the rejoined process claims will be withdrawn, and the rejoined process 
claims will be fully examined for patentability in accordance with 37 CFR 1 .104. Thus, to 
be allowable, the rejoined claims must meet all criteria for patentability including the 
requirements of 35 U.S.C. 101, 102, 103 and 112. Until all claims to the elected product 
are found allowable, an otherwise proper restriction requirement between product 
claims and process claims may be maintained. Withdrawn process claims that are not 
commensurate in scope with an allowable product claim will not be rejoined. See MPEP 
§ 821 .04(b). Additionally, in order to retain the right to rejoinder in accordance with the 
above policy, applicant is advised that the process claims should be amended during 
prosecution to require the limitations of the product claims. Failure to do so may result 
in a loss of the right to rejoinder. Further, note that the prohibition against double 
patenting rejections of 35 U.S.C. 121 does not apply where the restriction requirement 
is withdrawn by the examiner before the patent issues. See MPEP § 804.01 . 

Drawings 

6. New corrected drawings in compliance with 37 CFR 1 .121 (d) are required in this 
application because the quality of the drawings is poor. Applicant is advised to employ 
the services of a competent patent draftsperson outside the Office, as the U.S. Patent 
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and Trademark Office no longer prepares new drawings. The corrected drawings are 
required in reply to the Office action to avoid abandonment of the application. The 
requirement for corrected drawings will not be held in abeyance. 

Claim Objections 

7. Claim 64 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. The recitation "the 
implantable device is formed from a cut tube, in particular a laser-cut tube, in particular 
from a tube made of biocompatible material, in particular nitinol or a polycarbonate" 
does not further limit the recitation in Claim 40. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 40-73 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Regarding claim 40, the phrase "etc" renders the claim indefinite. See MPEP 
§ 2173.05(d). 

Claims 40 and 41 recite "walls" in line 3 of claim 40 and line 4 of claim 41 . It is 
unclear what wall the Applicant refers to in the claims. 
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Claim 46 recites the limitation "the application" in line 4 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 48 recites the limitations "the material concentration" and "the material 
thickness" in line 2 of the claim. There is insufficient antecedent basis for this limitation 
in the claim. 

The language "that partial areas of the support structure are formed from a 
material of different diameter, or partially different diameters of the material of the 
support structure are formed by provision of several wires" in Claim 49 is grammatically 
confusing. 

Claim 50 recites the limitation "the amount of material" in line 1-2 of the claim. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim 50 recites the limitation "the two ends" in line 1of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claims 52 and 53 recites the limitation "the end" in line 1 of the claims. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 55 recites the limitation "the individual parts" in line 1-2 of the claim. There 
is insufficient antecedent basis for this limitation in the claim. 

In Clam 55, it is unclear that how individual parts of the support structure are 
designed uniformly while corresponding to one another or differing from one another. 

Claim 56 recites the limitation "the basic coil shape" in line 1-2 of the claim. 
There is insufficient antecedent basis for this limitation in the claim. 
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Claim 57 recites the limitation "the ends" in line 1 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 62 recites the limitation "the edge area" in line 3 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 63 recites the limitation "retaining wires" in line 2 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

1 0. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 1 . Claims 40-59 and 63-66 rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Amplatz et al (US Pat. No.: 5,944,738). 

Amplatz et al discloses a device comprising: a support structure (10) which has a 
great length-to-width ratio along an axis in a primary shape (Fig. 5) while having a 
smaller length-to-width ratio along said axis in a secondary shape (Fig. 7), a proximal 
portion, and a distal portion (12 and 14); the support structure being formed from a 
single wire-like element by interweaving in a manner of a net (Fig. 5 and Col.5, lines 3- 
4); wherein the proximal portion/and or distal portion in the secondary shape is 
substantially flat in a disk shape(Fig. 7); and a delimited inner space (Fig. 5); wherein 
the proximal portion and the distal portion are placed flat and partially on top of one 
another (Fig. 2); wherein at least a partial area of the implantable device is folded (Fig. 
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5); wherein an eccentrically arranged central through-opening (the central channel 
space formed in the device) remains in the implantable device in the secondary shape 
of the support structure (Fig. 7); wherein an intermediate portion (16) having a reduced 
diameter compared to the proximal portion and distal portion (Fig. 5); wherein the 
primary shape is asymmetrically or irregularly configured (Fig. 5); wherein the material 
concentration inside the support structure is different from portion to portion (Fig. 5, the 
material concentration inside the support structure is different from the proximal end to 
the central portion); wherein the end of the proximal portion is completely close by 
provision of a plate element (30); the end of the distal portion or proximal portion has 
one or more loops which are interlaced in particular with a substantially uniform edge 
being formed (Fig. 7); wherein the support structure is designed as a two-part unit (12 
and 14) connected to one another to form one part; wherein individual parts of the 
support structure are designed uniformly (Fig. 7); the support structure of the 
implantable device in the primary shape is configured like a stent (a stent can have any 
shape); wherein one or more membranes are incorporated into the support structure 
(Col. 9, lines 55-58); wherein the membrane is formed by inweaving of at least one 
filament (a mesh is formed by inweaving of at least one filament); and wherein the wire- 
like element of the implantable device is make of nitinol (Col. 5, lines 48-60). 

Claim Rejections - 35 USC § 103 
12. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

14. Claims 60-62 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Amplatz et al (US Pat. No.: 5,944,738) in view of Gainor et al (US Pat. No.: 
2002/0169475) 

In regard to Claims 60-62, Amplatz et al discloses all the limitations of the claims 
but fails to disclose that the membrane is made of a material with a cross section 
differing from that of the wire like element and formed from a wave, scrim. However, 
Gainor et al teaches device comprising a membrane that is made of a polyester with a 
cross section differing from that of a wire-like element and formed from a wave, scrim 
(Fig. 2). It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to include a membrane that is made of a polyester with a cross 
section differing from that of a wire-like element and formed from a wave, scrim to 
prevent large particles from go through the membrane. 

1 5. Claims 67-73 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Amplatz etal (US Pat. No.: 5,944,738) in view of Shaw et al (US Pat. No.: 6,171,329). 
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In regard to Claims 67-73, Amplatz et al discloses all the limitations of the claims 
but fails to disclose a positioning system. 

However, Shaw et al teaches a positioning system, comprising: an advancing 
element (62), a guide wire and/or inner mandrel (42), at least one retaining wire (96), 
and an extraction wire (104); wherein a retaining wire loop is formed (Fig. 12A). The 
number of retaining wire and retaining wire loops are merely an obvious designed 
choice and within one of ordinary skill in the art. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Amplatz et al and Shaw et al before him or her, to 
modify the system of Amplatz et al to include a positioning system comprising an 
advancing element, a guide wire and/or inner mandrel, at least one retaining wire, and 
an extraction wire; wherein a retaining wire loop is formed as taught by Shaw et al. 

The suggestion/motivation for doing so would have been to facilitate and 
enhance the ease of delivering/retracting the implantable device (Shaw et al, Col. 3, 
lines 23-55) 

Therefore, it would have been obvious to combine Shaw et al with Amplatz et al 
to obtain the invention as specified in the instant claims. 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 20040073242 A1 Chanduszko, Andrzej J. 

US 6911037 B2 Gainor; John et al. 
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US 6551344 B2 Thill; Gary A. 

US 6468303 B1 Amplatz; Kurt et al. 

US 631 2446 B1 Huebsch; Joseph et al. 

US 6214029 B1 Thill; Gary A. et al. 

US 61 74322 B1 Schneidt; Bernhard 

US 5976174 A Ruiz; Carlos E. 

US 5733294 A Forber; Simon John et al. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JING OU whose telephone number is (571)270-5036. 
The examiner can normally be reached on M-F 7:30am - 5:00pm, Alternative Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Uyen (Jackie) T Ho can be reached on (571)272-4696. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

JO 

/(Jackie) Tan-Uyen T. Ho/ 

Supervisory Patent Examiner, Art Unit 3773 



